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DETAILED ACTION 
Claim Rejections - 35 USC § 112 
The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 14 and 15 are rejected under 35 U.S.C. 112. second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Claim 14 recites a method for preparing a cellular rubber material and then 
immediately recites a product-by-process limitation, without reciting any steps of the 
claimed process. The claim is confusing as it is not apparent whether the claim is a 
product-by-process, or a product claim, or it is a process claims. If latter is the intended 
case, the claim should be re-written to positively recite the process steps. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 1-2 and 4-6 are rejected under 35 U.S.C. 102(b) as being anticipated by 
GB Patent 1 477 825 to BASF (hereinafter "BASF"), or US Patent 4,384,049 to 
Rametsteiner (hereinafter "Rametsteiner"), or US Patent 3, 819,543 to Stasny et al., 
(hereinafter "Statsny"). or JP 06-007220 to Shinetsu Polymer CO. (hereinafter 
"Shinetsu"). 
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Each of the cited reference discloses a cellular rubber material comprising 
(A) 100 parts by mass of polymer which contains 30 to 100 % by mass of chlorinated 
polyethylene (CPE) with chlorine content corresponding to the chlorine content as per 
claim 3, (B) 1 to 30 parts by mass of organic blowing agent, and (C) 0.1 to 10 parts by 
mass of organic peroxide. See example 3 of BASF, example In column 4 of Stasny, 
abstract of Shinetsu and illustrative examples of Rametsteiner. Each of the references 
further discloses the decomposition temperature of the blowing agent whuch fully 
correspond the claims temperature. Shinetwu reference further expressly discloses one- 
minute-half life temperature T2 of the organic peroxide (C) that fully correspond to the 
claimed temperature. See [009]. The reference dos not address a relationship 
between the decomposition temperature T1 of organic blowing agent (B) 
and the one-minute-half life temperature Tz of organic peroxide (C), however the 
references expressly disclose specific organic blowing agents (B) and organic peroxides 
(C) that are identical to the materials listed and used by the applicants in the instant 
application. Therefore, the claimed temperatures and temperature relationships are 
inherently met by the materials disclosed in the references. The invention as claimed, 
therefore, is fully anticipated by each of the above cited references. 

Claims 7-9, 1 1-12 and 14 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Stastny or Rametsteiner. 

Both references further disclose cellular rubber material prepared by extrusion- 
molding into a predetermined shape (granules or ribbon), heating, crosslinking and 
foaming a rubber composition comprising (A) 100 parts by mass of polymer which 
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contains 30 to 100 % by mass of polar group-substituted polymer, (B) 1 to 30 parts by 
mass of organic blowing agent, and (C) 0.1 to 10 parts by mass of organic peroxide. 
As discussed above, all of the characteristics of the claimed starting materials are 
disclosed in the references and correspond to the claimed characteristics. Note that for 
the purposes of rejection of claim 14, the applicants are afforded the benefit of a doubt 
and the claim is interpreted as a process claim positively claiming all of the recited steps 
as follows: 

(14. A method for preparing a cellular rubber material comprising the steps of: 

extrusion-molding into a predetemnined shape, 

heating, 

crosslinking and 

foaming a rubber composition comprising (A) 100 parts by mass of 
polymer which contains 30 to 100 % by mass of polar group-substituted 
polymer, (B) 1 to 30 parts by mass of organic blowing agent, and (C) 0.1 to 
1 0 parts by mass of organic peroxide.) 

The invention as claimed, is, therefore, fully anticipated by each of the cited 
references. 

Claim Rejections - 35 USC § 102/103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject nnatter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
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invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 7-8 and 11-13 are rejected under 35 U.S.C. 102(b) as anticipated by or, 
in the alternative, under 35 U.S.C. 103(a) as obvious over BASF (hereinafter "BASF"), 
or JP 06-007220 to Shinetsu Polymer CO, (hereinafter "Shinetsu"). 

The disclosure of both references is discussed above. The process for 
producing of the materials disclosed in the references does not involve the extrusion 
step or the step of microwave heating. However, claims 7-8 and 11-13 are directed to 
the product (obtained by a specified process) and not the process. As such, the claims 
are met by any product obtained by any method so long as the product disclosed in the 
references is identical to the claimed product. In the instant case, it is believed that the 
product disclosed in both reference is identical to the claimed product since shaping by 
a method different from extrusion and heating by means different form microwave 
energy will result in the product with same characteristics. The burden is shifted to 
applicants to provide factual evidence to the contrary. 

Claim Rejections • 35 USC § 103 
Claim 3 and 9 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
BASF (hereinafter "BASF"), or US Patent 4,384,049 to Rametsteiner (hereinafter 
"Rametsteiner"), or US Patent 3, 819,543 to Stasny et al., (hereinafter "Statsny"), or JP 
06-007220 to Shinetsu Polymer CO, (hereinafter "Shinetsu") alone or in combination 
with US Patent 5,041,329 to Tojo et al (hereinafter "Tojo"). 
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The disclosure of each of the cited references is discussed above. The 
references do not expressly disclose the Money viscosity of the suitable chlorinated 
polypropylenes thus implying that CPE of any Mooney viscosity (M) are suitable for the 
disclosed inventions absent showing of unexpected results that can be attributed to the 
claimed M characteristic of the CPE. CPE with M characteristic corresponding to the 
claimed CPE is well known in the art and used for various thermoplastic compositions, 
including compositions for cellular material, as evidence by Tojo, column 5, lines 49-62. 
Thus, as discussed above, use of CPE that exhibit the claimed M parameter would have 
been obvious absent showing of unexpected results that can be attributed to the 
claimed M characteristic of the CPE. 

Claim 15 is rejected under 35 U.S.C. 103(a) as being unpatentable over Stastny 
or Rametsteiner in combination with applicants own disclosure (admitted prior art) or US 
Patent 5,242,634 to Matsumoto et al (hereinafter "Matsumoto"). 

Again, for the purposes of this rejection, claim 15 is interpreted as a process 
claim. The disclosure of Stastny or Rametsteiner references is discussed above. The 
references do not disclose the step of heating the material by means of microwave 
irradiation. Heating expandable compositions with microwave irradiation is known in the 
art, as admitted on page 2, first full paragraph of applicants specification, or as 
disclosed, for example, by Matsumoto to effect the ratio of open cells in the final foamed 
product. Therefore, heating expandable compositions disclosed in Stastny or 
Rametsteiner with microwave irradiation would have been obvious for the reasons of 
obtaining foams with the desired open cell content. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Irina S. Zemel whose telephone number is (571)272- 
0577. The examiner can normally be reached on Monday-Friday 9-5. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, James Seidleck can be reached on (571)272-1078. The fax phone number 
for the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



Irina S. Zemel 
Examiner 
Art Unit 1711 
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